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De Gaulle Fleurance & Associés

Admissibility of Trade Mark
Revocation Actions: Discrepancies
Between the European and the
French Approaches

Introduction

For several decades now, the European legislator has developed
legal instruments in order to bring the national legislations related
to trade marks closer, and to secure a common approach throughout
the European Union (“EU”).

This was first achieved by harmonising the laws applicable to
national trade marks through Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States
relating to trade marks, replaced in 2008 by Directive 2008/95/CE
of the European Parliament and of the Council of 22 October 2008
(hereinafter referred to as the “Directive”).  In both versions, the
directives contemplated the objective of reducing the disparities
between the Member States which “may have impeded the free
movement of goods and freedom to provide services and may have
distorted competition within the common market […] in order to
ensure the proper functioning of the internal market” (Directive,
Recital (2)).

The second step was taken with Council Regulation (EC) nr 40/94
of 20 December 1993 on the Community trade mark, creating a
unitary title, with equal effect throughout the whole territory of the
European Union.  It has been replaced by Council Regulation (EC)
nr 207/2009 of 26 February 2009 on the Community trade mark
(hereinafter referred to as the “Regulation”).  However, this unitary
title did not replace the existing national trade marks, which as of
today keep coexisting with the Community trade marks. 

The final goal of this legal framework is to enhance the
development of economic activities, as well as “a continuous and
balanced expansion by completing an internal market which
functions properly and offers conditions which are similar to those
obtaining in a national market” (Regulation, Recital (2)).

However, as a consequence to this coexistence, national courts still
have jurisdiction over trade mark issues, next to European courts.
Despite the legal instruments approximating the laws of Member
States, this situation may lead to discrepancies between the judicial
interpretations construed by those two competing judicial systems. 

This is the case for the question of whether it is necessary for a
claimant applying for the revocation of a trade mark to demonstrate
an interest in taking legal action in order for the application to be
admissible.  While such a demonstration is not required under EU
law as construed by EU courts (I.), French courts tend to consider
that an interest in taking legal action needs to be proven by the
claimant (II.).  These discrepancies are in conflict with the French
hierarchy of legal norms and the European principles governing
interpretation as set by the European Court of Justice (the “ECJ”),
as well as the need for judicial certainty within the territory of the
EU (III.). 

I. EU Law, as Construed by European Courts, 
does not Require the Claimant to Demonstrate 
any Personal Interest in Taking Legal Action in 
order to Submit an Application for Trade Mark 
Revocation

“In order to reduce the total number of trade marks registered and
protected in the Community and, consequently, the number of
conflicts which arise between them, it is essential to require that
registered trade marks must actually be used or, if not used, be
subject to revocation” (Directive, ninth Recital).  This demonstrates
the will of the EU legislator to admit applications for revocation of
national marks on a wide basis, in order to enhance the functioning
of the internal market. 

No specific interest in taking legal action is required by the
Directive which only states that:

“If, within a period of five years following the date of the
completion of the registration procedure, the proprietor has
not put the trade mark to genuine use in the Member State in
connection with the goods or services in respect of which it
is registered, or if such use has been suspended during an
uninterrupted period of five years, the trade mark shall be
subject to the sanctions provided for in this Directive, unless
there are proper reasons for non-use. […]” (Directive,
Article 10).

Further adding that:

“A trade mark shall be liable to revocation if, within a
continuous period of five years, it has not been put to
genuine use in the Member State in connection with the
goods or services in respect of which it is registered, and
there are no proper reasons for non-use. […]” (Directive,
Article 12).

No restriction is phrased whatsoever regarding the fact that the right
to apply for a revocation should be conditioned upon the
demonstration of a personal interest to act by the applicant. 

As regards Community trade marks, the Regulation explicitly
provides that any person with a capacity to sue and be sued is
entitled to apply for the revocation before the Community
Trademark Office (“OHIM”):

“1. An application for revocation of the rights of the
proprietor of a Community trade mark or for a declaration
that the trade mark is invalid may be submitted to the Office:
(a) where Articles 51 and 52 apply, by any natural or legal
person and any group or body set up for the purpose of
representing the interests of manufacturers, producers,
suppliers of services, traders or consumers, which under the
terms of the law governing it has the capacity in its own
name to sue and be sued; […]” (Regulation, Article 56). 

Frank Valentin
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The demonstration of an interest to act is therefore not a
prerequisite for an application for revocation of a Community trade
mark, no more than it is for revocation of national trade marks.

European courts and the OHIM have constantly followed this
line of reasoning in cases where Community trade marks were at
stake.

Thus, it has been decided by the Board of Appeal of the OHIM that
a company that wishes to submit an application for revocation could
lawfully do so through its outside counsel, without even appearing
in the course of the proceedings.1

In the same vein, the ECJ ruled that:

“it is not disputed that, as pointed out by the General Court
in paragraph 21 of the judgment under appeal, Article
55(1)(a) of the regulation makes no reference to an interest
in bringing proceedings. […] Moreover, there is no basis for
Lancôme’s claim that Article 55(1)(a) of the regulation must
be interpreted as requiring there to be an actual or potential
economic interest in cancellation of a contested mark in
order for it to be possible to apply to OHIM for a declaration
of invalidity of that mark”.2

As illustrated by European case law, there is no justification for
protecting Community trade marks where they are not actually
used, and revocation actions are broadly open to allow reducing the
number of non-used trade marks within the EU.

French courts have a different approach as far as French trade
marks are concerned. 

II. French Courts Tend to Consider that an 
Interest in Taking Legal Action Needs to be 
Proven in order to Introduce an Application 
for Revocation

1. Applicable provisions

The French text governing revocation is Article L. 714-5 of the

French Intellectual Property Code (“CIP”), which provides that:

“Revocation may be requested in legal proceedings by any
concerned person.  If the request concerns only a part of the
goods or services referred to in the registration, revocation
shall extend to the goods and services concerned only.”

The language is quite broad: “any concerned person” may initiate
the action, without being required to prove any kind of specific
interest in taking legal action, such as a situation of current or
potential competition.

2. French case law

However, French courts decided to make a restrictive interpretation
of those provisions, considering that, by using the terms “concerned
person”, the legislator meant to reserve the right to apply for a
revocation only to those who could prove an interest in taking

legal action or a legitimate interest, as specified in Article 31 of
the French Code of Civil Procedure (“CCP”):

“The right of action is available to all those who have a
legitimate interest in the success or dismissal of a claim,
without prejudice to those cases where the law confers the
right of action solely upon persons whom it authorizes to
raise or oppose a claim, or to defend a particular interest.”

French courts have, however, construed those provisions quite
differently from one another, the debate being focused on the
meaning given to the “concerned person” and the “interest in taking
legal action”. 

Two trends of case law can thus be distinguished, which leads to an
important amount of legal uncertainty to the detriment of litigants.

2.1. Restrictive interpretation of the “concerned person”: the

requirement of a current situation of competition

The first line of case law chose to make a particularly narrow
interpretation of the interest in taking legal action, by requiring that
there be a current situation of competition at the time the action is
introduced.3

This legal trend has been sanctioned by the Cour de cassation in
a study on trade mark revocation conducted by the Commercial
Section of the Cour de cassation.  It basically reads that the
definition of Article L. 715-5 of the IPC adopts a broad
interpretation of the interest in taking legal action, while Article 31
of the CCP narrows the action by requiring from the claimant that
he proves a “legitimate interest”.  In consideration of specialia
generalibus derogant, a broad interpretation of the interest in taking
legal action (including revocation actions) should be elected.
However, the Cour de cassation’s analysis of the most recent case
law reports that judges finally tend to require a “legitimate interest”
to submit an application for revocation.4

Since 1982, the Cour de cassation has been supporting a broad
admissibility of trade mark revocation actions.  For instance, it ruled
that proving the “identical nature of the activities of the parties
involved” was unnecessary for a revocation action to be admissable.5

2.2. Wider interpretation of the “concerned person”: a

diverse diverging case law

A second trend of case law, therefore, adopted a wider interpretation of
the notions of “concerned person” and “interest in taking legal action”.
This trend is very diverse, but all decisions proceed from a common
analysis, which does not consider as a prerequisite for the claimant to
show a current situation of competition between the parties. 

Although this criterion does not appear as convincing, other factors
are brought into play, on a case-by-case basis, to prove a sufficient
interest in taking legal actions. 

Certain decisions thus analyse the concept of “concerned person”
by taking into consideration the availability of the trade mark,
considering a prerequisite that the claiming party proves it has
possibilities to use the trade mark for which revocation is

sought, or a similar one.6

But at times, some courts resisted to this interpretation and, resting
upon different legal bases, have pointed certain criteria as irrelevant
to assess the interest in taking legal action:

A company had a “legitimate interest in applying for
revocation of trade marks” even though it “could not prove
it had begun to use the trade mark PRINCE for fresh
products on the French territory”.7

“[I]t is unnecessary, when assessing the admissibility of a
revocation action, to wonder whether or not there are any
prior rights […].”8

The Cour de cassation even considered that “the application
for trade mark revocation being open to any concerned
person, and not only to the victim of counterfeiting, the
Court of appeal was not compelled to provide an answer to
the irrelevant submissions that limited themselves to point
out a so-called contradiction in the first court judgment, that
declared the application for revocation admissible and the
action for infringement unfounded […]”.9

Some recent case law has, on the contrary, defined new criteria to
assess the interest in taking legal action, without any legal certainty
arising from that:

“The claimant that can prove that the trade mark is an
obstacle to his economic activity has an interest in taking
legal action for revocation.”10
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“[I]t is not contested that in order to have an interest in
requesting the revocation of a trade mark in the sense of
Article L.714-5 of the IPC, it is enough to prove an
economical interest, that is to say to operate in an activity
sector that is more or less close to the sector to which the
products or services designated by the contested trade mark
belong.”11

The hindrance to the claimant’s economic activity may be
current or potential: “It is not contested that a person whose
economic activity belongs to a sector more or less close to
the sector to which the products or services designated by the
trade mark belong and who will not be able to operate it
unless a measure is issued to render the sign available again,
is admissible to apply for a revocation.  It can be derived
from this that there must be a relationship of competition,
even if only potential, between the applicant for revocation
and the trade mark owner in order for the interest to take
legal action to be proved.”12

2.3. Current situation

French courts are, therefore, divided; the most recent decisions
giving up the criterion of the current situation of competition to
admit the application for revocation, but other conditions appear,
more or less legitimately. 

Most French courts now directly oppose both European

regulation and case law, given that only a few decisions adopt a
broad interpretation of the interest to take legal action, and recognise
the right to introduce an application for revocation to any litigant
without any other condition than the capacity to file a court case. 

The vast majority of French court decisions add conditions to this,
such conditions being considerably different from one case to the
other and from one court to the other.  This situation is harmful to
the parties, which may legitimately feel insecure.

III. These Discrepancies are Conflicting with the 
European Principles Governing Interpretation 
as set by the ECJ

1. The principle of consistent interpretation

The Cour de cassation’s aforementioned study emphasised the role
of a uniform interpretation of European law as a major axiom at the
basis of the EU construction, stating that:

“One of the ambitions of Europe’s founding fathers was to
create, on a human scale, an area of freedom, security and
justice.  From the beginning, it was understood that this
ambitious and titanic objective could only be achieved in
steps.  However, from the beginning, those promoting
European construction understood that the project could
never succeed if men – in the sense of European citizens–
were not governed by the same Law.  The ambition was
therefore to build an area without frontiers, within which
every citizen would be entitled to the same rights, applied in
the same way and therefore construed in the same way, no
matter what his place of residence, of work, and of stay.”13

It was based on such a theory that the ECJ developed the principle
of consistent interpretation, which was first set out in Case C-
106/89 Marleasing of 13 November 1990 on the basis of Article 249
of the Treaty establishing the European Community.  That principle
requires the Member States’ national courts to construe their
national law consistently with European law.  In a case dated 29
April 2004, the Court of Justice even specified that the principle of
consistent interpretation should prevail, “notwithstanding any
contrary interpretation which may arise from the travaux
préparatoires for the national rule”.14

2. Application to trade marks 

As regards harmonisation of rules related to trade marks
specifically, the ECJ has declared on several occasions that the
provisions of the Directive performed a “complete” harmonisation,
making it necessary to provide a uniform interpretation to its
provisions within the different EU Member States.15

Even though the Directive was implemented in French law, it
should therefore still be used, according to the principle of
consistent interpretation, as a guideline to which national courts
should refer to construe the French trade mark implementing Act.
This position is supported by the Recitals of the Directive itself,
which state that:

“Attainment of the objectives at which this approximation of
laws is aiming requires that the conditions for obtaining and
continuing to hold a registered trade mark be, in general,
identical in all Member States.” (Directive, Recital (8).)

Further providing:

“It is fundamental, in order to facilitate the free movement of
goods and services, to ensure that registered trade marks
enjoy the same protection under the legal systems of all the
Member States […].” (Directive, Recital (10).)

It could be debated, however, that the assessment of the interest in
taking legal action might be excluded from the scope of
harmonisation as being a procedural matter.  The sixth Recital of the
Directive indeed provides that: “Member States should also remain
free to fix the provisions of procedure concerning the registration,
the revocation and the invalidity of trade marks acquired by
registration.” 

It, however, seems that such interpretation should be rejected since
the procedural matters which are excluded from the scope of
harmonisation are, for example, those concerning the “form” of
proceedings, the distribution of legal disputes between registration
offices and courts, or the question of knowing whether earlier rights
should be invoked either at the registration level or in invalidity
action, or in both.  It is nowhere mentioned that the Member States
should remain free to have their own rules of admissibility for
applications related to trade marks and in particular applications
that seek revocation of a trade mark.

3. Consequences of the discrepancies

The interpretation of the “concerned person” made by French
courts on the basis of Article 31 of the CCP, which greatly departs
from the European regulation and case law, might not be viewed as
exactly aligned with the principle of consistent interpretation and
with the objective of the Directive which is to provide the same
protection to national trade marks in all Member States.

Another consequence of this interpretation is that it may create a
difference of treatment between French national trade marks and
Community trade marks, applications for revocations for the former
being admitted more restrictively than for the latter.  And it should
be noted that the ECJ seeks to avoid any kind of artificial
differentiation between the system of Community trade marks and
the rules applicable to national trade marks, in order to avoid any
distortion that would affect the common objective of
harmonisation. 

Last but not least, it should be mentioned that uniform
interpretation is also a necessity in order to secure the judicial
certainty that economic operators need to carry out their activities.
Lack of coherence, if any, could create suspicion among operators.
Therefore, the French position deserves to be emphasised, all the
more so as it appears rather isolated on the European scene since
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today most European countries support the interpretation provided
by European regulations and courts on this issue. 
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